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Opi nion by Cissel, Admi nistrative Trademark Judge:

On Decenber 14, 1995, applicant applied to register
the mark “POTTERY- PONDER’ on the Principal Register for
“hydraulically settable powder for use in hobby crafts and
nmolds,” in Class 19. The application was based on
applicant’s assertion that it possessed a bona fide
intention to use the mark in commerce in connection with

t hese goods.
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The Exam ning Attorney refused registration under
Section 2(e)(1) of the Lanham Act on the ground that the
proposed mark is nerely descriptive of the goods set forth
in the application. He also required anendnent to clarify
the identification-of-goods clause in the application and
noted other informalities which required applicant’s
attention.

Applicant responded to the first Ofice Action by
amendi ng the identification-of-goods clause to read
“hydraulically settable powder for use in naking itens
shaped in hobby casts and nolds,” in Cass 16. O her
informalities were resolved, and applicant provided
argunent that the refusal based on descriptiveness was
i npr oper.

In addition to its original response, applicant
followed up a week later by providing a brochure featuring
applicant’s products. The Exam ning Attorney had requested
one in the first Ofice Action. Actually, to be nore
accurate, the four-page exhibit appears to be an
instruction sheet for producing a “FRAME-A-LOT” franme by
using a nold, into which a solution which has the
consi stency of creamis poured. Then the solution is

allowed to cure, the nold is renoved, and furt her
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instructions describe ways to decorate and use the franes
SO creat ed.

Every time the term *“POITERY- POANDER’ is used in
applicant’s brochure, it is used as the nane for the powder
with which water is mxed in order to formthe liquid
material which is to be poured into the nold. At the
begi nning of the brochure, when applicant is listing the
various “Materials Needed,” it lists “POTTERY- POADER’ as
one of the necessary itens. Step four of the instructions
directs the user to “Measure POITERY- PONDER and spri nkl e
into water; let stand until saturated, one or two m nutes,
then gently mx until it reaches the consistency of cream”
In the instruction regarding “renoving castings fromnold,”
the brochure advises that “self-baki ng POTTERY- PONDER wi | |
beconme warm and nust be all owed to cool before renoving
fromthe nold.” Under the section |abel ed “Enbedding,”
“POTTERY- PONDER’ is again listed as one of the “materials
needed,” along wth tweezers, toothbrush, danp sand and
other itenms. The reader is instructed to “M x POTTERY-
PONDER as directed in the basic instructions.” and to “pour
POTTERY- POADER mi xture over shells.” Then the instructions
advi se that “The POTTERY- PONDER wi |l settle around the
exposed portions of the shells and hold them securely in

the finished franme.”
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Not surprisingly, the Exam ning Attorney was not
per suaded by these exanples of applicant’s own use of the
termthat the termsought to be registered is not nerely
descriptive of them Wth his second Ofice Action, he
mai nt ai ned and nmade final the refusal to regi ster under
Section 2(e)(1) of the Act. Included with the fina
refusal were excerpts retrieved fromseven patents. Each
excerpt shows the use of the term“pottery powder,” but
none of these exanples shows the termused in a clear
reference to powder used for maki ng nol ded and cast hobby
items such as pottery.

Appl i cant responded by anending the application to
seek registration of the termon the Suppl enental Register.
Responsi ve to the anendnent, the Exam ning Attorney refused
regi stration on the Suppl enental Register under Section 23
of the Act, on the ground that the proposed mark is generic
for the goods set forth in the application, and therefore
is incapable of identifying applicant’s goods and
di stinguishing them fromsimlar products produced by
others. Attached to this refusal were a nunber of excerpts

frompublished articles retrieved fromthe Nexisa database

wherein the term*“pottery powder” is used. Once again

however, none of this evidence appears to provide a clear
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exanpl e of use of the term sought to be registered as the
generic nane for applicant’s product.

Applicant filed a response to the refusal to register
the mark on the Suppl enental Register, but the Exam ning
Attorney responded by making that refusal final under
Section 23 of the Act. He argued that the fact that the
cited references do not refer specifically to hydraulically
settabl e powder for use in nmaking pottery does not obviate
t he generic character of the mark, which can be ascertai ned
by reference to the ordinary meani ngs of the words which
are conbined to formthis conposite term Further, he
poi nted out that registration on the Suppl enental Register
isS not appropriate prior to the filing of an acceptable
anendnent to all ege use.

Still nore excerpts from published articles were
included with this final refusal, but these excerpts do not
show the term sought to be registered used generically in
reference to the goods identified in the application.

I nstead, they show that “powders” are apparently used to
burni sh or glaze pottery, and that researchers sonetines
scrape away sanpl es of ancient pottery, crush them and
anal yze the resulting powder to determ ne the materi al

conposi tion of such archeol ogi cal discoveries.
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Applicant filed a notice of appeal, but the Board
poi nted out that the refusal of registration based on the
| ack of acceptable anendnent to allege use had only been
made one tine prior to the notice of appeal. Accordingly,
the i ssuance of the final refusal to register on the
Suppl ement al Regi ster was premature, and the notice of
appeal could not be entertained at that tine.

The file was forwarded to the Exam ning attorney for
appropriate action. He issued another O fice Action,
maki ng the refusal of registration under Section 2(e)(1)
final and making the refusal to register on the
Suppl erent al Register final on two grounds, nanely that the
term sought to be registered is incapable of identifying
applicant’s goods and di stingui shing them fromthose nade
by others, and that whereas use is a prerequisite to
regi stration on the Suppl enental Register, applicant had
not submtted an anendnent to allege use. Additional
excerpts from published articles were appended to this
Ofice Action in an attenpt to show that pottery is
comonly made from powders shaped in casts and nolds. The
vari ous excerpts discuss pottery nolds for a variety of
goods.

Next, applicant filed an anmendnent to all ege use of

the termas a mark in interstate commerce in connection
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with the specified goods at |east as early as March 5,
1999. The required specinmens of use of the mark appear to
be copies of labels for containers for the goods. Although
t he heading of the |abel arguably uses the termas a
trademark, further down the label is the foll ow ng warning:
“Caution: Do not put pottery-powdera in drain.”

The Exam ning Attorney then accepted the amendnent to
al  ege use, but mmintained the refusals of registration
under Lanham Act Section 23. Applicant filed a tinely
appeal brief and the Exam ning Attorney filed his
responsi ve brief, but applicant did not request an oral
heari ng before the Board. Accordingly, we have resol ved
this appeal on its nerits based upon the witten argunents
and materials of record in the application.

After careful consideration of these materials in
conjunction with the statute and applicabl e precedent on
these issues, we find that the refusals of record are
appropri ate because the term applicant seeks to register is
generic for powder which is mxed with water and used to
make pottery.

Atermis unregistrable on the Suppl enental Register
if it is understood by the rel evant purchasing public as a
desi gnation which refers to the class of goods or services

set forth in the application. H Mrvin G nn Corp. v.
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I nternational Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986). A conbination of
generic terns that has no separate or distinct conmerci al
inpression (i.e., apart fromthat which one who understands
t he individual neanings of the conponent terns woul d expect
the conbination to nmean) is a generic term incapable of
serving as a source identifier, and therefore

unregi strable, even on the Supplenental Register. 1In re
Low ance El ectronics, Inc., 14 USPQ2d 1251 (TTAB 1989). A
conposite termcan be generic wi thout being defined in the
dictionary or used by others as a conposite term if the
term as a whole, has no nore neaning than the sum of the
meani ngs of each of its constituent parts. 1In re Gould
Paper Corp., 835 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987).
In Inre Arerican Fertility Society, 188 F.3d 1341, 51
USPQ2d 1832 (Fed. Cir. 1999), our principal review ng
court, in discussing the Gould case, made it clear that its
decision there was limted to conpound ternms formed by the
uni on of words. The conpound term found to be generic in

that case was "SCREENW PE," whereas in Anerican Fertility

Society, the termthe court found not to be generic was
"SOCI ETY FOR REPRODUCTI VE MEDI CI NE, " which the court held
is a phrase consisting of multiple terns which were not

joined in any sense other than appearing together as a
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phrase. The court reconciled its decision in Anerican

Fertility Society with Gould by enphasizing that in both

i nstances, the test remained as enunciated in the G nn
opi ni on.

In the case at hand, we therefore turn to application
of that test. The type or class of goods at issue in the
instant case is powders for use in making itens shaped in
casts or nolds by hobbyists. The conmonly under st ood
meani ngs of the words “POTTERY” and “POADER’ support the
concl usion that ordinary consunmers of craft or hobby kits
of the type described in applicant’s brochure woul d
understand that the conbination of these two words,
“pottery” and “powder,” or its equival ent, “POITERY-
PONDER,” is the nane for the type of powder used to nake
pottery. This situation is analogous to the one in Gould
because "POITERY- PONDER' is a conpound term rather than a
phrase consisting of nultiple terns, as in the Anerican

Fertility Society case.

Applicant contends that the Exam ning Attorney has not
met his burden of establishing the generic nature of the
term sought to be registered because none of the materials
submtted in support of the refusal to register shows the

conbi ned termused as the nanme for powder which, when
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hydr at ed, becones the plaster which is poured into the
pottery nol d.

VWil e applicant may be correct in assessing the
evidence submtted by the Exam ning Attorney, just as in
Goul d, where the ordinary neanings of the words "screen"
and "wi pe" led the court to conclude that the compound word
"SCREENW PE" is a generic term in the case at hand, the
ordi nary neani ngs of "pottery" and "powder"” lead us to
concl ude that "POTTERY- PONDER' woul d be understood by the
rel evant purchasing public to refer to the genus of goods
set forth in this application.

The evi dence of applicant's own use of "POTTERY-
PONDER' is not inconsistent with this conclusion. That she
uses the termas a noun, rather than as an adjective, is
not persuasi ve evidence that the term sought to be
registered is likely to be perceived by purchasers of these
products as an indication of source.

In summary, consistent with the court's analysis
in the Gould decision, supra, we find the term applicant
seeks to register here is generic, and hence incapable of
i dentifying applicant's goods and di stingui shing themfrom
simlar products produced by others. Under these
ci rcunst ances, registration on the Suppl enmental Register is

clearly not permtted under Section Section 23 of the Act.
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Accordingly, the refusal to register is affirned.

R F. C ssel
T. J. Quinn
D. E. Bucher

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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